/°7 




United States FXtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United Status Putent and Trudemurk Office 

Addresa: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 
www.uapto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/688,063 




10/13/2000 


Michael J. Natan 


SURR-30 


1277 


7590 


12/19/2001 









Barry J Swanson 
Swanson & Bratschun LLC 
1745 Shea Center Drive Suite 330 
Highlands Ranch, CO 80129 



EXAMINER 



CROSS, LATOYA I 



ART UNIT 



PAPER NUMBER 



1743 

DATE MAILED: 12/19/2001 



n 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Offic Action Summary 



Application N 
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Examiner 
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'Applicants) 
NATAN ETAL. 



Art Unit 
1743 




-Th MAILING DATE fthisc mmunication appears nthec versh etwithth c rrespondenc address - 
Peri d f r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within trVe statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 13 October 2000 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disp sition of Claims 

4) ^3 Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E<] Claim(s) 1-14 is/are rejected. 

7) Q Claim(s) is/are objected to. „ 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)Q approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)Q Some*c)D None of: 

1. Q Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have* been received in Application No. . 



3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 



1) ^ Notice of References Cited (PTO-892) 

2) d Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) £3 Information Disclosure Statement(s) (PTO-1449) Paper No(s) 5J> . 



4) d] Interview Summary (PTO-413) Paper No(s). 

5) CD Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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Art Unit: 1743 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-8 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
Patent 5,279,742 to Markell et al (hereinafter Markell et al 742). 

Applicants 1 invention is directed to a method for extracting a plurality of analytes 
wherein a plurality of extraction probes, having a solid support and an extraction phase, 
are contacted with a sample and the analytes are separated from the sample. 

Markell et al 742 teach a method for isolating contaminants from a sample by 
way of solid phase extraction. Markell et al 742 uses an extraction medium having a 
polytetrafluoroethylene fibril matrix enmeshed with sorptive particles. The matrix is an 
open mesh of microfibers. The sorptive particles are in the form of fibers, granules, 
beads or powders (col. 3, lines 16-21). The particles are encapsulated with coatings 
such as polymers, aliphatic groups (C8 and C18) and other organic coatings. The 
coatings can be varied to provided selectivity in molecular separation and polarity (col. 
4, lines 51-68). At col. 10, lines 45-51 , Markell et al 742 teach that where combinations 
of contaminants are to be extracted, different types of coated particulates should be 
used. Further, Markell et al 742 teach that the extracted contaminants may be eluted 
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and the analytes determined. Examples 1 and 2 of the reference demonstrate 
extraction and isolation of contaminants from a sample. 

Therefore, for the reasons set forth above, Applicants' claimed invention is 
deemed to be anticipated, within the meaning of 35 USC 102(b) in view of the teachings 
of Markell et al 742. 

Claim Rejections * 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor agd invention dates of each claim that was 



Application/Control Number: 09/688,063 Page 4 

* Art Unit: 1743 

not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claims 9-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Markell et al 742 in view of 11 Randomly Ordered Adressable High-Density Optical 
Sensor Arrays" authored by Michael et al (hereinafter Michael et al). 

Markell et al 742 fail to teach encoded solid supports/microparticles or use of 
position addressable arrays of extraction probes. 

Michael et al teach sensors made by immobilizing different reactive chemistries 
on the surfaces of microspheres. The microspheres are encoded and are allowed to 
have individually unique sensing patterns that g can be registered on a detector and 
identified. The microspheres are then ordered in addressable sensor arrays. Michael 
et al teach that such encoding and ordering allows for multi-analyte sensing and 
alleviates the need for identification of each location containing a microsphere and the 
need for calibration of each sensor. 

It would have been obvious to one of ordinary skill in the art to encode the 
microparticles of Markell et al 742 and arrange them in ordered addressable arrays to 
allow for more efficient isolation and sensing of target analytes. 

Therefore, for the reasons set forth above, Applicants' claimed invention is 
deemed to be obvious, within the meaning of 35 USC 103 in view of the teaching of 
Markell et al 742. 
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Citation of Relevant Prior Art 



7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Canadian Patent 2,315,474 to Forsyth teaches a technique for microextraction 
wherein solid support materials are coated with sensing/extraction materials such as 
polymeric materials. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LaToya I. Cross whose telephone number is 703-305- 
7360. The examiner can normally be reached on Monday-Friday 8:30 a.m. - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on 703-308-4037. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-5408 
for regular communications and 703-305-3599 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 



LIC 

December 14, 2001 
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